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Tue B. V. D. Company v. KaurMann & Barer Company 
(279 Pa. 152) 


Supreme Court of Pennsylvania, Western District 


January 7, 1924 


[rape-Marks aNpD Trape-Names—Unrair CompPetiTION—SUBSTITUTION OF 
Goops—Insunction Wirnovr Accountinc—Cross-A PprpeAL—Ar- 
FIRMAL. 

Where defendant, proprietor of a large department store, through 
its employees, in eleven instances sold purchasers asking for plaintiff's 
goods others not of plaintiff's make, it was rightly enjoined from fur- 
ther acts of the kind; but, in view of the small amounts involved in 
the wrongful sales, the refusal of the lower court to order an account- 
ing is affirmed. 

Same—Same—DerenseE oF InNNoceNT INTENTION. 

Where a wrong has been done, as in the case at issue, innocent 
intention is not a defense to the application for an injunction; since 
it has been held that, if infringement is shown, wrongful intent is 
presumed; and the principles applicable to a trade-mark case apply 
also to one of unfair competition. 


In equity. Cross appeals from a decree of the Court of Com- 
mon Pleas of Allegheny County. Affirmed. 
Joseph Stadtfeld, of Pittsburgh, Pa., and Frank I. Schechter, 
of New York City, for The B. V. D. Company. 
| 


Patterson, Crawford, Miller and Arensberg, and Sachs & Cap- 
lan, all of Pittsburgh, Pa., for Kaufmann & Baer Company 


Simpson, J.: The B. V. D. Company, a manufacturer of 
high grade athletic underwear, with an enviable reputation for the 
quality and make of its goods, filed a bill in equity against the 
Kaufmann & Baer Company, one of the large retail department 
stores in the City of Pittsburgh, alleging unfair competition, and 
a breach of the Act of June 20, 1901, P. L. 582, as amended by 
the Act of April 24, 1905, P. L. 802. Defendant demurred, and 
the court below entered a decree in its favor, but we reversed, hold- 
ing that, under the broad averments of the bill, “the case is essen- 
tially one which should go to final hearing’; B. ’. D. Company v. 
Kaufmann & Baer Co., 272 Pa. 240. 

Upon the return of the record, defendant filed its answer, and 
the issues raised were tried in due course. The chancellor advised 
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a dismissal of the bill, and plaintiff excepted. The court in banc 
decreed that an injunction should issue, but otherwise adopted the 
ultimate conclusions of the trial judge. Neither party is satisfied 
with the decree, and each has appealed,—plaintiff claiming it is 
entitled also to the statutory penalties and an account, and defend- 
ant that an injunction should not have been awarded. A single 
opinion suffices for the two appeals; they will be decided upon such 
of the facts as are practically undisputed, although not actually 
admitted, without attempting to consider all the points made in the 
elaborate arguments of the respective parties. 

We have held in United Drug Co. v. Kovacs (see post p. 207), 
that statutory penalties, provided for in Section 4 of the Act of 
1901, cannot be recovered in equity, and there is no necessity to re- 
peat what we there said. 

Nor do we see any basis for plaintiff's claim that an account- 
ing should have been ordered. If this was a suit against a manu- 
facturer who broadcasted goods which imitated plaintiff's, or were 
so put up or marked as to mislead purchasers, an entirely different 
question would arise; but nothing of that kind appears here. The 
complaint simply is that, in eleven instances, the employees of this 
retailer, when asked for B. V. D. underwear, sold and delivered 
those of other manufacturers. We are convinced that each of these 
sales was innocently made, partly because defendant’s salespeople 
erroneously believed the initials B. V. D. designated a particular 
character of underwear, rather than a specific make, and partly 
because of the facts hereinafter set forth. Any other conclusion 
than that of innocence, would convict them of conduct which would 
subject them to the risk of discharge (since they were directed 
never to make substitutions, but always to give to customers the 
exact goods asked for), without there being any possibility of indi- 
vidual gain to them. 

The total purchase price received on the sale of those eleven 
articles, was $11.79, instead of $22.00, which would have been the 
amount paid, had an equal number of suits of plaintiff's underwear 
been sold to and paid for by the same customers. Every such sale 
was in fact made to an agent of plaintiff's, who tendered in pay- 
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ment, not the amount he knew was the purchase price of plaintiff's 
goods, but of other underwear which defendant had advertised to 
be sold at a less price, and which actually had on them markings 
clearly showing they were manufactured by other concerns. Under 
such circumstances, it was but natural that the salespeople should 
think that the purchasers desired the goods for which they tendered 
the exact purchase price, and not other goods, which were only sold 
at a different price. So far as appears, no one else asked for 
“B. V. D.” underwear; and, in all probability, owing to the numer- 
ous and necessarily hurried sales made in defendant’s busy store, 
no other such mistaken deliveries are likely ever to be known, even 
if they were made. There is no proof, or averment in plaintiff's 
brief, that others can be shown. The question, therefore, is: Ought 
a chancellor to award an accounting, under such circumstances? 
We think not. As shown above, the profits would have to be cal- 
culated on only $11.79 of actual sales, or $22.00 of possible ones; 
to such a situation the maxim de minimis is applicable. 

This is, in substance, the conclusion reached in Ludington 
Novelty Co. v. Leonard, 127 Fed. 155, and G. & C. Merriam Co. v. 
Saalfield, 198 Feb. 369 [2 T. M. Rep. 443], in each of which is 
said that if there is no reasonable theory upon which a substantial 
recovery can be based, an account will not be ordered. In 26 
R. C. L. 899, the rule is stated thus: “If the trial judge finds that 
the plaintiff has not sustained enough damages from the defendant's 
misconduct to warrant a reference to the master, such reference 
may be refused. The smallness of the claim is a sufficient ground 
for refusing to exercise jurisdiction in equity.’ In the present 
instance, the total value of the goods shown to have been sold in 
unfair competition, much less the profits on them, would not be 
sufficient to cover even the cost of the first meeting before a master. 

Nor can we agree with defendant’s complaint that an injunc- 
tion should not have been awarded. As already stated, in eleven 
instances, when plaintiff's undergarments were requested, defend- 
ant’s employees furnished those of other manufacturers. It is true 
this was done innocently. It would hardly be doubted, however, but 
that an injunction would properly be awarded against a defendant, 
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who had personally made sales under such circumstances, even 
though he had ne intention of wronging the plaintiff. That they 
were made by defendant’s employees, who were in fact authorized 
to and did act for it in the particular sales, cannot change this con- 
clusion. If it did, then any one having a large number of employees 
could readily escape liability for acts done in the course of their 
employment; and corporations, which can only act by agents, could 
always escape, unless there was express authority, or a course of 
conduct so long continued as to give rise to the conclusion that there 
was knowledge and ratification. If it be thought that this results 
in hardship to defendant, it may be answered that any other con- 
clusion would cause hardship to plaintiff; and the case is, therefore, 
a typical one for the application of the principle that where one of 
two innocent parties must suffer loss by the act of a third, he who 
clothed the wrongdoer with the power to injure, must himself bear 
the loss: Pennsylvania R. R. Co’s Appeal, 86 Pa. 80; Gurdus v. 
Phila. National Bank, 273 Pa. 110. 

Many cases hold that where such a wrong has been done, in- 
nocent intention is not a defense to the application for an injunc- 
tion. It is sufficient to refer to Scranton Stove Works v. Clark, 
255 Pa. 23 [7 T. M. Rep. 20]; Penna. Central Brewing Co. v. An- 
thracite Beer Co., 258 Pa. 45; and Charles B. Elliott Co. v. Skill- 
krafters, Inc., 271 Pa. 185 [7 T. M. Rep. 549], in the next to last 
of which we said, at page 50: “If the effect be to injure plaintiff, 
the fact that defendant had no fraudulent intent is no defense.” 
Elgin National Watch Co. v. Illinois Watch Case Co., 179 U. S. 
665, much relied on by defendant, is not antagonistic to the conclu- 
sion stated; for, as there said (page 574): “If a plaintiff has the 
absolute right to the use of a particular word or words as a trade- 
mark, then, if an infringement is shown, the wrongful or fraudulent 
intent is presumed, and although it may be rebutted in exemption of 
damages, the further violation of the right of property will never- 
theless be restrained.” True, that was a technical trade-mark case, 
but the principles pertinent to that class of cases, apply also to 
those of unfair trade competition; Scranton Stove Works v. Clark, 
supra. 
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Nor are we impressed with defendant’s contention that, since 
it had not infringed during a period of two years before the trial, 
and there was no proof it intended to do so in the future, an injunc- 
tion should not have been awarded. The date referred to only 
carries us back to a couple of months before bill was filed, and a 
cessation, under that stress, does not, of itself, compel the belief 
that the future is secure from repetition of the wrong done; espe- 
cially as plaintiff cannot know defendant’s employees will not dis- 
obey orders again, exactly as they are said to have done in making 
the eleven sales of which complaint is specifically made. Defend- 
ant, and not plaintiff, must run this risk. Moreover, the above 
quotation from Elgin National Watch Co. v. Illinois Watch Case 
Company, supra, answers the specious argument made on this point, 
as does also our opinion in Scranton Stove Works v. Clark, supra. 
It is unnecessary to pursue the subject further; to those still doubt- 
ing, the text of 38 Cyc. 902, and the cases cited in support of it, 
will furnish profitable reading. 


The decree of the court below is affirmed, and the two appeals 


are dismissed at the costs of the respective appellants. 


Unitep Drve Co. v. Kovacs, ET AL. 
(123 Atl. Rep. 654) 


Supreme Court of Pennsylvania 
January 7, 1924 


TrapE-Marks AND TrapE-Names—Uwnrair Competition—ImitTation or Con- 

TAINER. 

Intentional imitation of the combination of labels, sizes of con- 
tainers, arrangement of printing, and manner in which the words ap- 
peared on the packages adopted by the successful packer of pharma- 
ceutical and toilet preparations, which together and not separately 
resulted in misleading purchasers, held unfair competition remediable 
in equity, regardless of statute or compliance with an existing one. 

Trape-Marks AND Trape-Names—Uwnrair Competition—Liasite ONLy FoR 

Prorits From Goops Sotp 1n Unrair Competition. 

A firm engaged in unfair competition is not liable for all the 
profits realized from the sale of its preparations but only for the 
profits realized from those sold in unfair competition. . 
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Trape-Marks AND Trape-Names—U near Competition—Revier—Accovunr- 
ING. 
The difficulty of stating an accounting between the originator of a 
certain style of package and one who has unfairly copied it is no 
ground for denying such relief. 


In equity. From a decree granting partial relief for unfair 
competition, plaintiff appeals. Reversed and record remitted. 


Charles H. Sachs and Sachs & Caplan, all of Pittsburgh, Pa., 
for appellant. 

John A. Metz and Wm. E. Hague, both of Pittsburgh, Pa., for 
appellees. 


Before Moscuzisker, C. J., and Frazer, WaLuinc, Simpson, 
Kepuart, SADLER and ScuarFer, JJ. 


Simpson, J.: Plaintiff and defendants are competitors in the 
business of compounding, placing in counter packages, and selling 
pharmaceutical preparations and toilet articles. Plaintiff was the 
first to adopt this method of business, which has grown to large 
proportions. Its package sales, through agents and subagents, 
amount to a number of millions annually, and large sums have been 
and still are being expended by it, in advertising its business and 
selling its goods. Three hundred and eleven kinds of counter 
packages are put up and sold by it, each of the containers and car- 
tons being distinctively labeled and marked, so as to indicate their 
origin. In order to still further prevent unfair competition, plain- 
tiff filed for record, in the office of the secretary of the common- 
wealth, in accordance with the provisions of the Act of June 20, 
1901 (P. L. 582), as amended by the Act of April 24, 1905 ( P. L. 
302), facsimiles of two of the labels used by it, one being of the 
type placed on bottles and the other on cartons. One of these con- 
tained the words “Cod-Liver Oil” and the other the words “Epsom 
Salts.” It was not stated, although the fact was so, that the labels 
used, and to be used, by plaintiff, on bottles and cartons containing 
the other preparations sold by it, were of the same style, the only 
difference being in the name designating the article in the particular 
bottle or carton. 
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Several years after plaintiff established this character of busi- 
ness, defendants began, as they had a right to do, the preparation 
and selling of counter packages, containing the same pharmaceutical 
and toilet articles; their fields of sale being in many of the localities 
where plaintiff's preparations are sold, although not in the same 
stores. ‘Defendants knew of the labels and packages used by the 
plaintiff company at the time they caused labels and packages to be 
designed for their own use, * * * but so closely imitated plaintiff's 
label and package that the one may be mistaken for the other,” and, 
when “taken in connection with the size of the containers, the ar- 
rangement of the printing and the manner in which the words ap- 
pear on the package,” “indicate, and we find as a fact [says the 
court below] that defendants’ package is an imitation of that of the 
plaintiff,’ and would “lead a purchaser, notwithstanding the exer- 


cise of ordinary care, to mistake the goods sold in one package for 
the goods sold under the other label.” 

A number of defendants’ preparations having been sold with 
labels and in cartons of the imitative character specified, plaintiff 


filed its bill in equity in this case, alleging unfair competition and a 
breach of the Acts of 1901 and 1905, above referred to, and prayed 
an injunction, an accounting, discovery, a decree that defendants 
pay the penalties prescribed by said statutes, and general relief. 
An answer was filed. On the trial the chancellor found the facts 
to be as above set forth, and advised a decree for an injunction, and 
also an accounting for the profits realized from the sale, in unfair 
competition, of all of defendants’ preparations. He did not ad- 
vise an award of penalties under the Acts of 1901 and 1905. 

Both parties excepted, and the court in banc sustained the trial 
judge in everything but the extent of the accounting, limiting this 
to the sales of cod-liver oil and Epsom salts only. The reason given 
for this restriction is thus stated in its opinion: ‘Defendants’ con- 
duct was wrong, but an accounting as directed * * * [in the trial 
judge’s report] would involve an itemized statement of all goods in 
containers having thereon labels in imitation of plaintiff's labels, 
without regard to whether the retailer was a competitor of plain- 
tiff’s agencies or not. The effect of the similarity in labels may 
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have injured plaintiff, but the extent of the injuries cannot be rea- 
sonably or fairly determined. * * * Plaintiff's label, as registered, 
indicates ‘Cod-Liver Oil’ and ‘Epsom Salts’ as goods to be mark- 
eted in containers having the label thereon. An accounting of such 
merchandise sold by defendants, would give plaintiff the relief in 
damages and loss of profits to which the company is entitled.” A 
decree was entered accordingly, from which plaintiff has appealed, 
but defendant has not. Under such circumstances the only ques- 
tions for decision are: (1) Did the court below err in limiting the 
account to the sales of cod-liver oil and Epsom salts? and (2) Is 
plaintiff entitled, in this action, to recover the statutory penalties ? 

If the determination of the first of these questions depended 
on the effect of the labels registered under the Acts of 1901 and 
1905, much could be said in support of the restriction; but it does 
not so depend. As already shown, the court found, and we think 
correctly, that defendants intentionally imitated the combination of 
the labels, the sizes of the containers, the arrangement of the print- 
ing, and the manner in which the words appear on the packages, 
and that these together, and not separately, resulted in misleading 
purchasers. It is therefore, a clear case of wilful, unfair competi- 
tion, remediable in equity even if there had been no statute; or, 
there being one, if no attempt had been made to comply with its 
provisions. Penna. Central Brewing Co. v. Anthracite Beer Co., 
258 Pa. 45, 101 Atl. 925 [7 T. M. Rep. 549]; Hub Clothing Co. v. 
Cohen, 270 Pa. 487, 118 Atl. 677. 

Under such circumstances, defendants are liable for the profits 
arising from their sales of any and all preparations marketed in 
unfair competition with plaintiff's products. Standard Cigar Co. v. 
Goldsmith, 58 Pa. Super. Ct. 33. A different question would arise 
if its imitation had been an innocent one; being intentional, the 
duty to account is ordinarily a matter of right and of course. 38 
Cyc. 911. 

The court below was in error in supposing, however, that this 
would include all the profits realized from a sale of defendants’ 
preparations; it should only cover the profits from those sold in 
unfair competition with plaintiff. We do not intend to specify un- 
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der what circumstances defendants’ liability exists; this can only 
be properly determined on the accounting, when the facts are fully 
developed. We may say, however, that a sale made in a place where 
like preparations of plaintiff's were not on the market, would not 
necessarily be a sale in unfair competition; while one made in a 
place where they were in competition, although not obtainable in 
the same store as the other, would probably be so. The difficulty 
of stating the account is no excuse; defendants’ wrongful conduct 
has occasioned the trouble, and it must bear all the burdens growing 
out of that fact. Graham v. Plate, 40 Cal. 593, 6 Am. Rep 639. 
It would be intolerable if one could wrong another and escape all 
liability, because it was difficult to prove the amount of the loss. 

No decree can be made for the penalties provided by the Act 
of 1901, since Section 4, which is the only authority for their as- 
sessment (P. L. 1901, pages 584, 585), says that they must be 
“sued for in any court having jurisdiction of an action for a fine or 
penalty,” thus excluding a court of equity. The subsequent paren- 
thetical clause, “in addition to the penalty provided for in this 
section,’ following the authorization of an injunction by a “court 
having jurisdiction of the parties,” does not operate to change a 
court of equity into a “court having jurisdiction of an action for a 
fine or penalty,” nor to modify the meaning of these words. It only 
prevents a possible contention that the recovery of penalties would 
exclude the right, in equity, to an injunction, damages, and an ac- 
counting. The difference in the descriptive wording. where the 
courts are referred to, leads to the same conclusion. 

We are aware that when a court of equity has once obtained 
jurisdiction, it will ordinarily round out the whole circle of con- 
troversy, McGowin v. Remington, 12 Pa. 56, 51 Am. Dec. 584; 
Hurst v. Brennen, (No. 1) 239 Pa. 216, 86 Atl. 778, Ann. Cas. 
1914D, 428, but this principle cannot be extended to permit, in 


equity, a recovery based solely upon a statute, clearly specifving an 
° e e e ? S 


entirely different jurisdiction for establishing the liability. The 


court below, in Hobenstein v. Perelstine, 87 Pa. Super. Ct. 540, 548, 


held correctly, as we have shown, that these penalties could not 
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be recovered in equity; on the appeal in that case, however, this 
question was not raised in the superior court. 

The decree of the court below is reversed, and the record is 
remitted that an appropriate decree may be entered, and further 
proceedings had not inconsistent with this opinion. 


CALIFORNIA PackinG CorPorRaTION v. SANTA ANA Preservine Co. 
Court of Appeals of the District of Columbia 
January 7, 1924 


Trape-Marks—“Det Monte” ann “Det Sur” ror Cannep Fruirs—Lack 
or CoNFUSING SIMILARITY. 
The words “Del Sur,” used as a trade-mark for preserved fruit 
and jellies are not so similar to the mark “Del Monte,” used on like 
goods, to deceive either the ear or the eye. 


Appeal from the decision of the Commissioner of Patents. 
Affirmed. (For the Commissioner’s decision, see 12 T. M. Rep. 
472.) 


Archibald Coz, of New York City and W. G. Henderson, of 
Washington, D. C., for appellant. 
Arthur E. Wallace, of Chicago, Ill., for appellee. 


Before Smytu, Chief Justice, Ross, Associate Justice, and 
Martin, Presiding Judge of the United States Court of Customs 
Appeals. 


Smytu, C. J.: The question here concerns the right of Santa 
Ana Preserving Company to have registered as a trade-mark, for 
use on jellied fruits, fruit jelly, fruit preserves, and canned fruit, 
the words “Del Sur,” inclosed within a border of somewhat irreg- 
ular but symmetrical outline. Opposition was interposed by Cali- 
fornia Packing Corporation on the footing that it was the owner 
of “Del Monte,” a mark applied by it to goods of the same charac- 
ter as those of the applicant, long before the latter had adopted 
its mark. The Examiner of Interferences found there was no simi- 
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larity between the marks and dismissed the opposition. This action 
was afirmed by the assistant commissioner on appeal, and the 
opposer brings the case here asking us to reverse him. 

It is conceded that the opposer adopted and applied its mark 
first, and, of course, that the goods of the parties have the same 
descriptive properties. This leaves but one question for determi- 
nation, viz., are the marks so similar that if both were used in com- 
merce they would be likely to produce confusion in the minds of 
prospective purchasers? The marks neither sound alike nor look 
alike. One familiar with the mark “Del Sur’ would not be likely 
to confuse it with the other mark and purchase goods bearing it 
on the assumption that, because they did bear it, they originated 
with the opposer. To be sure, both marks commence with the 
Spanish word “Del,” meaning “of the,’ but we must consider each 
mark as a whole, and, when we do, the marks are not sufficiently 
similar to deceive either the eye or the ear. It has been ruled that 
“Don Cesar” was not an infringement of “Don Carlos” (Chance 
v. Gulden, 165 Fed. 624), and that “Union World” did not infringe 
“Union Leader” (American Tobacco Co. v. Globe Tobacco Co., 193 
Fed. 1015 [2 T. M. Rep. 187]); yet in each mark the first word, 
as here, was the same. 


While the outlines of the marks before us have something in 


common, this is not sufficient to justify the conclusion that they 
are deceptively similar. 

The courts look with disfavor upon any mark which indicates 
that its owner, being the last comer, is bent upon appropriating a 
part of his business rival’s good-will, but we are convinced that 
applicant’s mark would not serve such a purpose, and therefore af- 
firm the Commissioner. 
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NationaL Cigar Stanps Company Vv. FrishMutH Bro. & Co., Inc. 
Court of Appeals of the District of Columbia 
March 8, 1924 


Trape-Marks—OpposiTioN—MEANING oF Sec. 5 or Trape-Marxk Act. 

The provision of the Trade-Mark Act that no mark shall be regis- 
tered which “consists merely in the name of an individual, firm, cor- 
poration, or association not written, printed, impressed or woven in 
some particular manner,” was not intended to permit and does not 
permit an individual, firm, corporation or association of another name 
measurably to appropriate the good-will of a competitor built up under 
the latter’s name, through the adoption of that or a similar name as a 
trade-mark; the underlying requirement of the statute being that a 
mere name may not be registered, unless so displayed as to give such 
a distinct impression to the eye of the ordinary observer as to out- 
weigh the significance of the mere name. 

Same—Same—“Nationats” as A Trape-Mark For Tosacco Propucts—Part 
or Corporate NAME. 

Where, after opposer had used the word “National” for fifteen 
years as a trade-mark for tobacco products, applicant adopted the 
word “Nationals” to distinguish similar goods, the conclusion is irre- 
sistible that it did so for the purpose of appropriating the good-will 
of opposer; and the decision of the Commissioner dismissing the op- 
position is reversed. 


Appeal from a decision of the Commissioner of Patents. Re- 
versed. (For Commissioner’s decision, see 14 T. M. Rep. 31.) 


Arthur W. Murray, of Boston, Mass., for appellant. 


Before Ross and Van Orspex, Justices, and Smitu, Judge 
U. S. Court of Customs Appeals. 


Ross, A. J.: This appeal involves a decision of an Assistant 
Commissioner of Patents reversing the Examiner of Interferences 
and dismissing the opposition to the registration by Frishmuth 
Bro. & Co., Inc., of the word “Nationals” as a trade-mark for 
cigarettes. 

In July of 1905 the National Cigar Stands Company was in- 
corporated under the laws of the State of New Jersey. In March 
of 1914 it was succeeded by the National Cigar Stands Company, 
incorporated under the laws of the State of Massachusetts. The 
earlier corporation actively engaged in the business of advertising 











NATIONAL CIGAR STANDS CO. V. FRISHMUTH BRO. & Co., Inc. 215 


and selling throughout the United States cigarettes, cigars, smok- 
ing tobacco, ete., this business being continued in the same way by 
the later corporation. 

In December of 1920 Frishmuth Bro. & Co., Inc., of Philadel- 
phia, Pa., applied for the registration of the word “Nationals” as 
a trade-mark for cigarettes, alleged in its application use of the 
mark since January 1, 1920, and submitted with its application 


the following drawing as representing the mark: 


The Assistant Commissioner ruled that, under the decision of 
the Supreme Court of the United States in Beckwith v. Com. of 
Patents, 252 U.S. 588 [10 T. M. Rep. 255], no mark should be re- 
fused registration which consisted merely in the name of a corpora- 
tion if written in some distinctive manner, and, finding that appel- 
lant’s mark was so written, reversed the decision of the Examiner 
of Interferences and dismissed the opposition. The Assistant Com- 
missioner’s decision involved a complete misapprehension of the 
opinion of the Supreme Court upon which it was based, as well as 
a misapprehension of the Trade-Mark Act. 

An ordinary surname may not be appropriated as a trade- 
mark by any one person as against others of the same name “who 
are using it for a legitimate purpose.” Brown Chemical Co. v. 
Meyer, 189 U. S. 540. In Columbia Mill Co. v. Alcorn, 150 U. S. 
160, 466, the court said: “A person may put his own name upon his 
own goods, notwithstanding another person of the same name may, 
in that name, manufacture and sell the same or similar articles.” 
Each party, of course, must clearly indicate the origin and identity 
of his product. In Howe Scale Co. v. Wyckoff, Seamans, Etc. 198 
U. S. 118, 188, the court sustained the right of a corporation to the 
use of the surname “Remington,” saying: “In our opinion the Rem- 
ingtons and Sholes made a reasonable and fair use of their names 
in adopting the name ‘Remington-Sholes’ for their machine, and in 
giving that name to the corporation formed for its manufacture and 
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sale.’’ In its opinion the court quoted with approval the following: 
“A body of associates who organize a corporation for manufacturing 
and selling a particular product are not lawfully entitled to employ 
as their corporate name in that business the name of one of their 
number when it appears that such name has been intentionally se- 
lected in order to compete with an established concern of the same 
name, engaged in similar business * * * . This, of course, as- 
sumes not only that the name selected was calculated to deceive, but 
that the selection was made for that purpose.” In Waterman Co. v. 
Modern Pen Co., 235 U. S. 88, 94 [5 T. M. Rep. 1], it was ruled 
that when the use of his own name upon his goods by a later com- 
petitor leads the public to confuse them with the goods of an older 
and well-established firm of that name, the law will require him to 
take reasonable precautions to prevent mistake; and that “there is 
no distinction between corporations and natural persons in the prin- 
ciple, which is to prevent a fraud.” 

The purport of these decisions is that, while an individual or 
corporation has no right to the exclusive appropriation of a name 
to which others have a common right of use as a surname or cor- 
porate title, the later competitor must take reasonable precautions 
to prevent confusion. 

It follows from what we have said that the provision of the 
Trade-Mark Act that no mark shall be registered which “consists 
merely in the name of an individual, firm, corporation, or association 
not written, printed, impressed or woven in some particular or dis- 
tinctive manner,” was not intended to permit and does not permit 
an individual, firm, corporation or association of another name meas- 
urably to appropriate the good-will of an established individual, 
firm, corporation, or association built up under his or its name, 
through adoption of that or a similar name as a trade-mark. Rogers 
v. International Silver Co., 34 App. D. C. 410; The Mansfield Tire 
§ Rubber Co. v. Ford Motor Co., 44 App. D. C. 205 [6 T. M. 
Rep. 141]; In re United Drug Co., 44 App. D. C. 209 [6 T. M. 
Rep. 101]; and Howard Co. v. Baldwin Co., 48 App. D. C. 437 
[9 T. M. Rep. 116]. The real purpose of this provision was to 
permit an individual, firm, corporation, or association to register his 
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or its name as a trade-mark, provided such registration be so ac- 
complished as not to prevent a like use of the name by others simi- 
larly entitled. 

In the present case the appellant, for more than fifteen years 
prior to the adoption by appellee of the word “Nationals,” had 
extensively advertised and sold “under the name National Cigar 
Stands Company,” cigarettes, cigars, smoking tobacco and other 
tobacco products, and it is apparent that the word “National,” as 
the predominating feature of appellant’s name, necessarily had 
come to indicate to the purchasing public its particular product. 
When, therefore, Frishmuth Bro. & Co. adopted for its mark, on 
goods of the same descriptive properties, the plural of this dis- 
tinguishing word, the conclusion is irresistible that it did not do so 
in good faith but, on the contrary, for the purpose of appropriating 
the good-will of appellant. Had this word been a distinctive fea- 
ture of appellee’s corporate name, which had been selected for no 
ulterior purpose, a different case would have been presented; but, 
even then, it could not have been said that the manner in which 
appellee printed its mark constituted compliance with the statute. 
We have said that the controlling principle underlying the require- 
ment of the statute is that a mere name may not be registered, un- 
less so displayed as to give such a distinct impression to the eye of 
the ordinary observer that the significance of the mere name is 
outweighed. In re Artesian Mfg. Co., 37 App. D. C. 113 [1 T. M. 
Rep. 53]. 

There is nothing in Beckwick v. Com. of Patents, 252 U .S. 538 
(10 T. M. Rep. 255], inconsistent with what we have said. That 
case involved the registration of a composite mark, carrying certain 
descriptive matter, which had been disclaimed. The Supreme Court 
said: “No question of patent right or of unfair competition, or that 
the design of the trade-mark is so simple as to be a mere device or 


contrivance to evade the law and secure the registration of non- 
registrable words, is involved. Nairn Linoleum Co. v. Ringwalt 
Linoleum Works, 46 App. D. C. 64, 69.” [7 T. M. Rep. 216]. 

It is clear, therefore, that the question now before us was not 
involved in the Beckwith case. The object of the Trade-Mark Act 











218 FOURTEEN TRADE-MARK REPORTER 


was to protect honest dealers, to prevent and not promote confu- 
sion. The conclusion reached by the Assistant Commissioner would 
completely frustrate that object. The decision therefore is re- 
versed and the opposition sustained. 


Tue Nationat Casu ReGister Company v. NaTIONAL PAPER 
Propucts CoMPAaNy 


Court of Appeals of the District of Columbia 


March 8, 1924 


TravE-MarKs—“NaTIoNaL” For Casu Reoisters aND Paper Rows, AND FoR 

SERPENTINE NON-CONFLICTING. 

The use by appellee of the word “National” as a trade-mark for 
serpentine, defined as spiral rolls of vari-colored paper used on festive 
occasions, does not conflict with appellant’s use thereof on paper rolls 
used in cash registers. 


Appeal in an opposition proceeding. Affirmed. For Com- 


missioner’s decision, see post p. 241. 


Henry E. Stauffer, of Dayton, Ohio, and Melville Church, and 
Alexander S. Steuart, both of Washington, D. C., for ap- 
pellant. 

William S. Graham, of San Francisco, Cal., and H. F. Riley, 
of Washington, D. C., for appellee. 


Before Ross and Van Orspet, Justices, and Smitu, Judge 
U. S. Court of Customs Appeals. 


Ross, A. J.: The appellant, The National Cash Register 
Company, long prior to the adoption by appellee of the distinctively 
printed word “National” as a trade-mark, sold its cash registers 
and paper rolls for use therewith under its corporate name. In its 
application appellee confined its use of its mark to “toilet paper, 
paper towels, paper roll towels and serpentine, a narrow ribbon 
of paper.” It is not contended that confusion would result unless 
from use of the mark on the last-named product. 
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The Treasurer of the appellee company, produced as a wit- 
ness for appellee, testified as follows: 


“Q. Are you familiar with the kind of paper which is used in these 
registers for recording transactions? A. Yes. 

“Q. Does your company make any paper of that type, or sell any 
paper of that type? A. It does not. 

“Q. In your opinion, would it be possible to use any of the paper 
rolls which your company makes or sells in a cash register? A. No, they 
could not be used in a cash register.” 

* * * * ° s 

“Q. In your application for registration of this trade-mark among 
the goods enumerated is serpentine. Will you please tell us what the nature 
and purpose of said serpentine are? A. Serpentine consists of small rolls 
of various colored paper used in carnivals and other celebrations for their 
decorative effects. 

“Q. Is such serpentine ever put to any practical use? A. None, 
whatever.” 


In the argument of the case in this court it was conceded by 
appellee’s counsel that the paper designated as “serpentine’’ is not 


capable of being put to any practical use; that, by reason of the 
process to which it has been subjected, it assumes a spiral or ser- 
pentine form when unwrapped. 

It is apparent, in view of this testimony and concession, that 
appellee’s claim to the use of this mark is retricted to a product 
that in no way can conflict with appellant’s use. See National 
Cigar Stands Co. v. Frishmuth Bro. & Co., present term. (See ante 
p. 214.) The decision therefore is affirmed. 
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NasHvua MANUFACTURING CoMPANY Vv. CoHEN-FeInN Company 
Court of Appeals of the District of Columbia 
March 3, 1924 


Trape-Marks—OpposiTion—SHIRTINGS AND SuHirTs NOT NECESSARILY Goops 
oF THE SaME Descriptive Properties. 

While appellant applied its mark to cloth of a certain texture and 
quality, it did not follow that shirts made therefrom bearing appellee's 
mark would possess the same characteristics; on which ground, and for 
the further reason that no confusion had been shown, it was held that 
the respective goods were not of the same descriptive properties. 

Same—Same—“‘Inp1aAN Heap” anp “THe Brave Man,” witH Picture or 
aN Inptan Heap, Not ConFustNnGLy S1MILar. 

The words “Indian Head,” as a trade-mark for shirtings are not 
s0 similar to a mark consisting of the words “The Brave Man Shirt,” 
shown in conjunction with the device of an Indian head, used on shirts, 
as to be confusing. 


Appeal in an opposition proceeding. Affirmed. For Commis- 
sioner’s decision, see 14 T. M. Rep. 29. 


Perry B. Turpin, of Washington, D. C., and John K. Brach- 
vogel, of New York City, for appellant. 

Charles H. Howson, and Kennard N. Ware, both of Philadel- 
phia, Pa., for appellee. 


Before Ross and Van Orspex, Justices, and Smitu, Judge 
U. S. Court of Customs Appeals. 


Ross, A. J.: Appellant is a large manufacturer of textile 
fabrics, consisting of bleached and unbleached sheetings, shirtings, 
flannels and suitings, and for many years has sold its product under 
the trade-mark “Indian Head.” Appellee applied for the registra- 
tion of the mark “The Brave Man Shirt,” on which the word “Shirt” 
is written beneath the other three words, with the representation of 
an Indian head between. This mark it has applied, since 1914, 
to work shirts which it manufactures. The question for determina- 
tion, therefore, is whether shirtings and shirts are goods of the 
same descriptive properties, within the meaning of the Trade-Mark 


Act. 


It was stipulated by the parties that appellant has not sold 
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shirts or other garments under its trade-mark and that, to the best 
knowledge and belief of the parties, there has been no actual confu- 
sion in the trade through the contemporaneous use of the two marks. 
Neither party sells direct to the ultimate consumer. 

Appellant’s trade-mark signifies to the public that the goods 
to which it is applied are manufactured by appellant and possess 
the characteristics of its product. In other words, “Indian Head” 
means to the public a cloth of a certain texture and quality, and 
nothing more. It does not necessarily follow, however, that the 
shirts made from that cloth possess the same characteristics. The 
shirts might be of a poor cut and make, so that the finished prod- 
uct would be quite unsatisfactory. “The Brave Man Shirt,” there- 
fore, would include elements not present in “Indian Head.” That 
appellant recognized this point is evident from the fact that since 
1915 it has distributed to manufacturers of shirts labels bearing the 
words “Made of Indian Head.”” This label, of course, applied to 
the material and not the product; that is, was a trade-mark as ap- 
plied to the goods. See Col. Mill Co. v. Alcorn, 150 U. S. 462. Had 


appellee selected the identical mark of appellant, its lack of good 


faith would have been so apparent as to have warranted the Patent 
Office in rejecting its application. The difference between the two 
marks, however, is almost as great as that found in the products 
of the two parties, and these differences are what distinguish this 
case from Wamsutta Mills Co. v. Allen, 12 Phil. 533; Omega Co. v. 
Wechsler, 71 N. Y. Supp. 983; Knight, Inc. v. Milner & Co., 283 
Fed. 816 [11 T. M. Rep. 8]; relied upon by appellant, and bring 
the case within the range of our decisions in G. & J. Fire Co. v. 
G. J. G. Motor Car Co., 89 App. D. C. 508 [3 T. M. Rep. 243]; 
Rookwood Pottery Co. v. Wilhelm Co., 43 App. D. C. 1 [5 T. M. 
Rep. 152], and Denver Gas & Elec. L. Co. v. Alexander Lumber 
Co., 50 App. D. C. 207. 
The decision overruling the opposition therefore is affirmed. 
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Tatcum Purr Company v. E. Burnuam, INc. 
Court of Appeals of the District of Columbia 
March 3, 1924 


Trape-MarKs—CANCELLATION—“Moon Dream” anv “Moon Kiss” ror Tat- 
cum Powper—ConrFvusiInG SIMILARITY. 
The words “Moon Dream” are so similar to the words “Moon Kiss,” 
used with priority by appellee, as to lead to confusion and to justify 
cancellation of appellant’s mark. 


Appeal in a cancellation proceeding. Affirmed. For Com- 
missioner’s decision, see 138 T. M. Rep. 450. 


Clair W. Fairbank, of New York City, for appellant. 
Edward T. Fenwick and Charles R. Allen, both of Washing- 
ton, D. C., for appellee. 


Before Ross and Van Orspe.t, Justices, and Situ, Judge 
U. S. Court of Customs Appeals. 


Ross, A. J.: Appeal from concurrent decisions of the Patent 
Office tribunals cancelling the registration of ““Moon Dream”’ as a 
trade-mark for talcum powder, etec., upon the ground of conflict 
with appellee’s mark “Moon Kiss.” 

After the final decision of the Patent Office, the parties en- 
tered into a stipulation in which they agreed that they would not 
contest the finding of the Patent Office that appellee adopted and 
used its trade-mark prior to appellant’s adoption and use of “Moon 
Dream,” that the marks were used on goods of the same descriptive 
properties, that there was no evidence of actual confusion, that the 
question before the Patent Office “was limited to one of similarity 
of marks,” and, finally, that this appeal “may be submitted to the 
Court of Appeals without including any testimony taken in the 
proceeding, and may be considered by the court as though no testi- 
mony had been taken.” 


It is apparent, therefore, that the sole question before us is 
whether the marks are deceptively similar, within the meaning of 
the Trade-Mark Act. In other words, as provided in the act, the 


question is whether these two marks, applied as they are to goods 
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of the same descriptive properties, are so similar “as to be likely 
to cause confusion or mistake in the mind of the public or to deceive 
purchasers.” 

The dominating feature of each mark is the word “Moon,” and, 
as suggested by the Assistant Commissioner, no reason is apparent 
for the inclusion by appellant of this word in its mark unless the 
term had become associated in the mind of the public, through ap- 
pellee’s use of its mark, with goods of this character. As this court 
many times has said, the range of choice was as wide as the human 
imagination, and yet appellant saw fit to include in its mark the 
dominating feature of appellee’s mark. We agree with the Patent 
Office that there is such a likelihood of confusion as to justify the 
cancellation of appellant’s mark. See Nafziger v. Schulze Baking 
Co., 46 App. D. C. 292 [7 T. M. Rep. 277]; Quaker City Choco- 
late & Confectionery Co. v. Kernan, 51 App. D. C. 283; 278 Fed. 
592 [12 T. M. Rep. 220]. It results that the decision must be af- 
firmed. 


Mattie D. BILLINGSLEY v. MELBA MANUFACTURING COMPANY 
Court of Appeals of the District of Columbia 
March 3, 1924 


Trape-Marks—Opposition—“AporaBLE,”’ AND “AporEE” AND “AporME.” 
The use by opposer of two similar marks, namely “Adorée” and 
“Adorme,” as trade-marks does not give the appellant ground for reg- 
istering “Adorable” for the same class of goods; since the words em- 


ployed by opposer mean the same to the public and are not calculated 
to cause confusion. 


Appeal in an opposition proceeding. Affirmed. (For Commis- 
sioner’s decision, see post p. 242.) 


Mattie D. Billingsley, of Washington, D. C., pro se. 
E. S. Rogers, of Chicago, Il., for appellee. 


Before Ross and Van Orspe., Justices, and Smirn. 


Judge 
U. S. Court of Customs Appeals. 
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Ross, A. J.: The appellant seeks registration of “Adorable” 
for the same class of goods to which the opposer long has applied 
its marks, “Adorée” and “Adorme.’”’ The concurrent decisions of 
the Patent Office tribunals sustained the opposition and refused reg- 
istration. 

Appellant contends that, under the opinion of this court in 
Alaska Packers Association v. Admiralty Trading Co., 43 App. 
D. C. 198 [5 T. M. Rep. 251], appellee is estopped to contend 
that it would be injured by the registration. In that case the op- 
poser had used several marks consisting of flags of different colors 
and markings, each of which differed as much from the others as 
from applicant's flag. The opposition was dismissed in the Patent 
Office and we sustained the dismissal, with the suggestion that it 
still would be a question for the Office as to whether it would reg- 
ister the mark. Here opposer’s marks are substantially the same, 
both in appearance and signification. We ruled in Nestlé & A. S. C. 
Milk Co. v. Walter Baker & Co., 87 App. D. C. 148, where we 
were speaking of the word milkmaid and the figure of a milkmaid 
beneath, that the word and the pictorial representation meant the 
same to the public, that is, “the right to employ one necessarily 
includes the right to employ both.” So, here, the two words em- 
ployed by opposer mean the same to the public and, consequently, 
are not calculated to cause confusion. As was suggested in Coca- 
Cola Co. v. Koke Co., 254 U. S. 143, 145 [10 T. M. Rep. 441), 
the defects of one party do not offer a very broad ground for al- 
lowing another to take advantage of him; and where, as here, the 
defect is of a purely technical character and not calculated to con- 
fuse or deceive the public, the relief afforded by opposition pro- 
ceedings should not be withheld. The decision is affirmed. 
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Ex parte Tue Irving Drew Company 
Court of Appeals of the District of Columbia 
April 7, 1924 


Trape-Marks—‘Arcu Rest” ror Boots, SHors AND Siippers—Nort Descrie- 
TIVE oF Goops—A ppEAL—REVERSAL. 


The words “Arch Rest,” as a trade-mark for boots, shoes and slip- 
pers held not descriptive and registrable, inasmuch as they are not the 


name of any part of such goods, but are rather suggestive of the ef- 
fect produced on the wearer. 


Appeal from a decision of the Commissioner of Patents refus- 
ing to register. Reversed. 


For Commissioner’s decision, see 13 
T. M. Rep. 452. 


James R. Hodder, of Boston, Mass., for applicant. 


Theodore A. Hostetler, of Washington, D. C., for Commission- 
er of Patents. 


Situ, J.: 





This is an appeal from a decision of the Commis- 
sioner of Patents, which held that the words “Arch Rest” were 
descriptive of the goods and affirmed the decision of the Examiner 
refusing to register the words as a trade-mark for boots, shoes and 
slippers. 

It appears from the record that the mark “Arch Rest” was 
first used on boots and shoes in 1909, by the Utz & Dunn Company 


and that the applicant, The Irving Drew Company began to use it 
in 1912. 





Prior to the decision of the Commissioner, the applicant pur- 
chased the business of the Utz & Dunn Company and all its right, 
title and interest in and to said mark. It may be 


established therefore that the use of the mark by the 


considered as 


applicant and 
its predecessors in interest dates back to 1909. 


Shoe manufacturers other than the Utz & Dunn Company also 


made use of the mark and some of them sought to register it in the 
Patent Office. Upon being notified, however, of the claims of The 


Irving Drew Company such shoe manufacturers ceased to use the 
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words “Arch Rest” and recognized the prior right thereto of The 
Irving Drew Company. 

Whether “Arch Rest,” the mark proposed for registration, is 
descriptive of the boots, shoes and slippers to which it is applied 
by the applicant, is the question presented by this appeal. 

The meaning which should be given to the words constituting 
the mark is the impression and signification which they would con- 
vey to the public. If “Arch Rest” is a term which would be recog- 
nized by the public as the designation or name of some part of a 
boot, shoe or slipper, it would be clearly descriptive. On the other 
hand, if there be no part of a boot, shoe or slipper which is known 
as the arch rest and the public understands from ‘Arch Rest” that 
the use of footwear stamped with that mark will give rest, aid or 
support to the arch of the foot and not rest or support to the arch 
of the boot, shoe or slipper, it is not descriptive of the goods, but 
is merely suggestive. 

In our opinion rest, ease or support to the arch of the foot was 
the meaning which the applicant intended to convey by the mark 
and was the meaning accorded to it by the public. That interpre- 
tation finds strong support in the fact that a boot, shoe or slipper 
which would give rest to the arch of the foot, would be far more 
likely to attract buyers than would a boot, shoe or slipper which 
had a rest or support for the arch of the footwear. Indeed, the Pat- 
ent Office when it registered such marks as “Arch Brace,” “Re- 
pose Arch,” “Arch Doctor,” and “Arch Comfort,” “Arch Preser- 
ver,’ “Arch Developer,’ “Arch Grip,” ’and “Arch D-Fend-R,” 
must have construed the word “arch” to mean the arch of the foot 
when used as part of trade-marks for footwear. Just why “arch’’ 
should be given a different meaning when used in conjunction with 
the word “rest” is not apparent. 

“Rest” does mean, among other things, “a support * * * as 
a rest for a foot, a gun rest,’ and when “rest’’ is used in that sense 
and is the designation or part of the designation by which an article 
or part of an article is commonly known, it must be regarded as 


descriptive. Foot rests and head rests are well-known designations 
of parts of dentists’ and barbers’ chairs and are therefore descrip- 
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tive. There is, however, no part of boots, shoes or slippers which 
is commonly known as the arch rest and from that it follows that 
‘arch rest’? cannot be considered as descriptive of such articles. 
The following cases cited in the brief for the Commissioner, are not 
in point: In re Alvah Bushnell Co., 49 Appls. D. C. 133 [10 T. M. 
Rep. 88]; Toledo Scale Co., 52 App. D. C. 103; In re Kawneer 
Manufacturing Co., 48 App. D. C. 587 [9 T. M. Rep. 225]; Flor- 
ence Manufacturing Co. v. Dowd & Co., 178 Fed. 73 [1 T. M. Rep. 
289]; In re Swan & Finch Co., 49 App. D. C. 95 [9 T. M. Rep. 
397]; Burt v. Young, 98 N. E. 596 [2 T. M. Rep. 304]. In the 
Bushnell case registration was refused for the words “Safe Seal.” 
The refusal was upheld by the court on the ground that the public 
would identify the goods to which the mark was attached as safety 
seal envelopes or safe seal envelopes, for which class of envelopes 
a patent had been issued to others than the applicant and which 
were commonly known as safety envelopes or safety seal envelopes. 

In the Toledo Scale Company case, registration was sought 
for the words “Honest Weight’ as a trade-mark applicable to 
scales. The court interpreted the words “Honest Weight” to mean 
correct or accurate, and therefore, indicative of the quality of the 
article. 


In the Kawneer Manufacturing Co. case, the registration of 


the word “‘Easyset” as a trade-mark for window sashes was properly 
refused, inasmuch as the word was designed to produce and did 


produce the impression that the parts of the window sashes were 


easily set in place or that the glass of the sash was so set that it 
would “ride” easily without danger of breakage. ‘‘Easyset’’ con- 
sequently announced to the public an inherent quality of the sashes 
and was therefore held not to be registrable. 

In the Swan & Finch Co. case, the Patent Office refused to reg- 
ister the words “Slo Flo’ for lubricating grease for high speed 
machines and that decision was upheld by the court on the ground 
that “Slo Flo” was descriptive of the viscosity of the grease and of 
its quality of flowing slowly. 

In Burt & Co. v. Coes & Young Co., a bill in equity was 
brought to restrain the defendant from using its trade-mark ‘‘Flex- 
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ible Arch.” That mark unmistakably referred not to the arch of 
the foot, but to the arch of the shoe and was therefore clearly de- 
scriptive. Registration of the mark does not seem to have been di- 
rectly involved in that case. 

More to the point and supporting applicant’s contention is a 
decision of the U. S. Circuit Court of Appeals for the Ninth Circuit 
in which it was held that the terms “Arch Builder,” and “Heel 
Leveler,’ were susceptible of exclusive appropriation as trade- 
marks, inasmuch as they were used in a secondary sense. Wonder 
Mfg. Co. v. Block et al., 249 Fed. 748, 749 [8 T. M. Rep. 296]. 

The description, the inherent qualities, the characteristics of 
boots, shoes and slippers is one thing and the effect which the use 
of the articles may produce on the wearer is another. 

The decision appealed from is reversed. 


Orance Crusu Company v. CALirornita CrusHep Fruit Company 
Court of Appeals of the District of Columbia 
April 7, 1924 


Trape-MarRkKS AND TRApE-NAMES—“OrRANGE CRUSH” anp “LEMoN CrvUsH” FoR 

BrverRAGES—SECONDARY MEANING. 

The names “Orange Crush” and “Lemon Crush” applied to bev- 
erages made from these fruits, are suggestive, rather than descriptive, 
the word “crush” never before having been used on such goods; and 
where appellant was first to make such a use of the word, and made 
it so known to the public by long use and advertising, the word came 
to possess a secondary meaning as indicating exclusively appellant’s 
beverages. 

Same—Same—Goops or Same Descriptive Properties. 

Beverages made from the juice of oranges and lemons, held to be 

of the samie descriptive qualities as beverages made from citrus fruits. 


Appeal in an opposition proceeding. Reversed. 


A. V. Cushman and John T. Darby, both of Washington, D. C. 
(Adams, Adams & Binford, and Wm. H. Marwell, of Los 
Angeles, Cal., and Cushman, Bryant §& Darby, of Wash- 
ington, D. C., on the brief) for appellee. 
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Henry B. Floyd, of Chicago, Ill. (W. G. Henderson, of Wash- 
ington, D. C., on the brief), for appellant. 





Before Ross and Van OrspeL, Justices, and Smirn, Judge 
U. S. Court of Customs Appeals. 






Ross, A. J.: Appellant, alleging that it had built up a very 





extensive trade in the beverages orange crush and lemon crush, 






prior to the adoption by appellee of the mark “Suncrush,” instituted 






an opposition proceeding against the registration of the latter term. 
The tribunals of the Patent Office, while ruling that the marks were 






applied to goods of the same descriptive properties, dismissed the 






opposition, the ground of the Assistant Commissioner’s decision 






being that orange crush and lemon crush are aptly descriptive. 






Appellee, in its petition for registration, states that its mark 






is used on “non-alcoholic beverages made from citrus fruits in Class 






45, Beverages Non-Alcoholic,’ and that this use has been contin- 






uous since Sept. 20, 1920. We therefore will first determine the 






signification of “‘crush” at the time of its adoption by appellant. 






From the lexicographers we learn that the verb crush means 






to press down or together, so as to force out of shape; to crush 






violently ; bruise; mash; as, to crush a hat by sitting on it; to break 






into bits by pressure; comminute; as, to crush quartz. The meaning 






of the noun is a violent colliding pressure of two or more bodies; 






also, the general breaking, bruising, or deforming caused by such 






pressure. The pressing or crowding together of any objects or 






persons; especially, the pressure of a crowd, as at a public gather- 






ing; also, the crowd itself; a jam. See Standard Dictionary, and 
U. S. v. Graser-Rothe, 164 Fed. 205. 
It is in evidence that prior to appellant’s application of the 







term to a beverage, crushed fruits, such as crushed strawberries, 






raspberries and the like, were well-known, but they were regarded 
by the public as foods and so classed by the Patent Office. More- | 







over, this understanding and classification were in harmony with the 






inherent signification of the term; that is to say, crushed fruit meant 






to the public a comminuted fruit. The evidence leaves no room for 






doubt that the term never had been applied to a beverage. 
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The Trade-Mark Act prohibits the registration of a mark 
which consists “merely in words or devices which are descriptive 
of the goods with which they are used or of the character or quality 
of such goods.”” In this provision Congress evidently intended to 
draw a distinction between descriptive and merely suggestive marks. 
Marks of the former character, as we many times have declared, 
are not susceptible of exclusive appropriation, while those of the 
latter class may be. The difficulty is not so much in the statement 
of the rule as in its application to the facts of a particular case. 

In the case under consideration, while orange crush, as applied 
to a beverage, was suggestive, it certainly was not descriptive. A 
person of average intelligence would not understand, when buy- 
ing an orange crush drink, that he was getting a crushed orange. 
But, irrespective of the original signification of this mark, we are 
convinced that long prior to the date of adoption by appellee of its 
mark, orange crush and lemon crush had acquired a secondary mean- 
ing, in that they had become associated in the public mind with ap- 
pellant’s products and had come to indicate clearly to the public 
the beverages of appellant. The evidence so clearly points to this 
conclusion that extended discussion is unnecessary, for in 1920 ap- 
pellant’s products were sold throughout the United States, hundreds 
of thousands of dollars had been expended in advertising, and re- 
tail sales had run into millions. Regardless of the question wheth- 
er appellant’s original advertising was sufficiently explicit, it is clear 
that, at a time prior to appellee’s entry into the field, appellant’s 
labels and advertising matter informed the public of the ingre- 
dients of the drinks to which the marks were applied. For ex- 
ample, the orange crush labels contained the following: “A com- 
pound prepared from oil of orange, orange juice, citric acid and 
purest sugar syrup. Colored with harmless food colors.” While the 
exact proportions of those ingredients are not given, neither are 
those of appellee. The law does not permit the making of false 
or misleading statements (Fed. Trade Com. v. Winsted Co., 258 
U.S. 483 [12 T. M. Rep. 151]), but on the other hand it does not 
require the disclosure of trade secrets by the user of a mark. It 
may be assumed, from the extensive sales made by appellant without 
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molestation from the Government, that its product is neither dele- 
terious nor misbranded, within the meaning of the Food and Drugs 
Act. Where a mark has acquired a secondary meaning, it will be 






protected, irrespective of any original weakness. Coca Cola v. Koke 
Co., 254 U. S. 143 [10 T. M. Rep. 441]; Holeproof Hosiery Co. v. 
Wallach Bros., 172 Fed. 859. 

Here the Patent Office has found, and in that finding we con- 
cur, that the marks of the two parties are applied to goods of the 
same descriptive qualities, within the meaning of the Trade-Mark 
Act. The evidence clearly indicates that the concurrent use of “Sun- 
crush” by appellee has resulted in confusion in the mind of the 










public; but, aside from the evidence, we think it clear that confu- 







sion would be the inevitable result of such use. This is the familiar 





case in which one party, after the mark of another has become 
widely known, has attempted to appropriate the other’s good-will, 


which the law forbids. The opposition therefore should have been 






sustained, and accordingly the decision is reversed. 





Postum Cereat Company, Inc. v. CaLirornia Fig Nut Company 






Court of Appeals of the District of Columbia 
April 7, 1924 







1920—Lack oF JURISDICTION 





TrapE-Marks—Cance.Liation Unper Act or 
—DIsMIssaL. 
A suit for the cancellation of a registration made under the Act 
of 1920 was dismissed by the Court of Appeals of the District of 
Columbia because of lack of jurisdiction under said Act. 












Appeal in a suit for cancellation. Dismissed. (For Commis- 





sioner’s decision, see 13 T. M. Rep. 420.) 





Edward S. Rogers, of Chicago, Ill., for appellant. 
Arthur F. Wallace, of Chicago, Ill., for appellee. 






! 
| 
Before Smytu, Chief Justice, and Ross and Van Onrspet, 
Associate Justices. 
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Ross, A. J.: Appellee secured registration of the mark “Fig- 
Nuts” under the provisions of the Trade-Mark Act of March 19, 
1920 (41 Stat. 533), and in this proceeding, based upon Section 
2 of that Act, it is sought to cancel the registration. 

In U. S. Compression Inner Tube Co. v. Climax Rubber Co., 
53 App. D. C. 370 (290 Fed. 345 [13 T. M. Rep. 380]), we ruled 
that the act in question contains no provision for appeal to this 
court, and hence that we are without jurisdiction to consider one. 


It results that this appeal must be and is dismissed for want 
of jurisdiction. 


Universat Canpy Co. v. A. G. Morse Company 
Court of Appeals of the District of Columbia 
May 5, 1924 


Trape-Marks—INTERFERENCE—“UNIvERSAL” For Canpy—Compvtsory Drs- 

CONTINUANCE Durinc War Periop Nor ABANDONMENT. 

Where the prior user in an interference was compelled, by condi- 
tions due the war, to discontinue use of its trade-mark for a time, but 
kept a stock of labels on hand, and resumed use of the mark in 1921, 
and has since continued same, it was rightly granted priority, as such 
suspension of use was not abandonment. 

Appeal from a decision of the Commissioner of Patents refus- 
ing registration to appellant. Affirmed. 


Edward W. Shepard, of Washington, D. C., for appellant. 
E. T. Fenwick and C. R. Allen, both of Washington, D. C., for 
appellee. 


Before Mr. Justice Ross, Mr. Justice Van Orspe, and Judge 
SmitH of the United States Court of Customs Appeals. 


Situ, J.: This is an appeal from a decision of the Commis- 
sioner of Patents affirming a decision of the Examiner of Interfer- 
ences which granted registration of the trade-mark “Universal” to 
the A. G. Morse Company for use on candy and denied registration 
thereof to the Universal Candy Co. The application for registra- 
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tion by the A. G. Morse Company was filed on the 16th of August, 
1921, and is known as serial No. 151837. 

From the record in the case it appears that the A. G. Morse 
Company adopted and began to use the mark in the year 1911 and 
continued to use it until the year 1917 or 1918, when its further 
use was suspended. The suspension was caused by war conditions 
which greatly increased the cost of the expensive boxes to which 
the mark was applied and which made it not only difficult to obtain, 
but inadvisable to use the sugar necessary for the manufacture of 
the grade of candy to which the mark was attached. At the time 
the use of the mark was discontinued, the A. G. Morse Company 
had a large stock of “Universal” seals which was kept on hand dur- 
ing the entire period of discontinuance. The use of the seals was 
resumed about the first of September, 1921, and has been con- 
tinued since that time. 

The Universal Candy Company, by itself and predecessors in 
interest, began the use of the mark on November 8, 1915, and filed 
its application, serial No. 141888, for the registration thereof on 
the 5th of January, 1921. 

The adoption of the mark and its use by the A. G. Morse 
Company was admittedly prior to its adoption and use by the Uni- 
versal Candy Company and its predecessors in interest. The dis- 
continuance of the use of the mark by the A. G. Morse Company 
was caused by circumstances over which the Company had no con- 


trol and, inasmuch as the stock of “Universal” seals was kept on 


hand and their use resumed when conditions became more favorable, 
such discontinuance must be regarded as temporary and not as an 
abandonment of the mark. 
The decision appealed from must therefore be affirmed. 
Petition for rehearing denied May 24, 1924. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 


Rendered during May, 1924 


Cancellation 


Fennina, A. C.: Held that the registration of the trade-mark 
“Scott's Ideal” by The Charles H. Scott Company, for brassieres, 
bandeaux, corsets, hip girdles, bust ruffles, bust forms, corset pads, 
corset belts and bloomers, should be cancelled in view of the prior 
and continuous use of the mark “Ideal” by The Lay & Way Co., on 
underwaists, corset-waists, corsets, brassieres, girdles, abdominal 
supporters and sanitary belts. 

The ground of this decision is that “Ideal” is a proper trade- 
mark, that the use of the two marks upon the goods specified is 
likely to cause confusion, and, in fact, confusion has been shown, 
and that the right of the petitioner to demand cancellation of the 
registration was not lost, even if it had allowed the registrant to use 
its mark for fifteen years without objection. 

In his decision the Assistant Commissioner said: 

“The decisions cited by petitioner for cancellation and by the examiner 
of interferences satisfy me that ‘Ideal’ is a proper trade-mark. For the 
same reason I am satisfied that the use of the two marks here involved in 


trade is likely to cause confusion. Indeed, the petitioner's record shows 
confusion. 

“Registrant endeavors to prevail by arguing that petitioner has lost 
the right to demand cancellation by allowing registrant to use its mark in 
trade for fifteen years without objection. Even if such procedure on the 
part of petitioner has been sufficient to preclude its obtaining injunctive 
relief against registrant, it does not give registrant exclusive use of the 
mark. If registrant has not exclusive use, it is not entitled to registration.” * 


Conflicting Marks 


The registration of the trade-mark “Adorable” is opposed by 
the owner of the marks “Adorée” and “‘Ador’ Me.” 

Applicant claims case is controlled by Alaska Packers Assn. v. 
Admiralty Trading Co. [5 T. M. 251]. In that case, opposer used 


"The Lay & Way Co. v. The Charles H. Scott Company, 146 Ms. Dec. 
112, May 15, 1924. _ 
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as trade-marks, several different flags on goods coming from dif- 
ferent plants, and applicant was allowed to register its flag, which 
was different from any of the others to be used on goods coming 
from his own plant. Applicant here endeavors to apply estoppel 
to opposer for having used the two marks simultaneously on the 
same goods, although the latter came from the same plant. Held 
that, as there is no showing that the public distinguishes goods 
marked “‘Adorée” and those marked “‘Ador’ Me,” the public would 
not distinguish between goods so marked and the goods bearing ap- 
plicant’s trade-mark. The opposition was sustained.’ 


Fennine, A. C.: Held that the Rotary Hosiery Shops, Inc., 
was not entitled to register the words “Fashion Kraft,’ as a trade- 


mark for hosiery, in view of the prior use and registration by the 
Franklin Knitting Mills, Inc., of the word “Fashion Knit,” as a 
trade-mark for goods of the same descriptive properties, on the 
ground that these marks are so similar that when used upon the 
goods of the respective parties confusion would be likely to occur.* 


Fennino, A. C.: Held that David Harris & Eisner was not 
entitled to the registration of the word “Betterwoven,” as a trade- 
mark for hosiery, in view of the sale by Interwoven Stocking Com- 
pany, for many years prior to any use by the registrant, of stock- 
ings under the name “Interwoven,” and that the registration of the 
mark “‘Betterwoven” under the Act of March 19, 1920, should be 
cancelled. 

The ground of the decision is that the exclusive use of a mark 
as required by Sec. 2 of the Act of March 19, 1929. is not limited 
to marks which are identical, but includes similar marks; that the 
question whether the registrant's mark “Betterwoven” is descrip- 
tive is immaterial; and that the two marks are so similar as to be 
likely to cause confusion in the trade. 


In his decision the Assistant Commissioner said: 


“Section 2 of the Act of March 19, 1920, provides that a registration 
shall be cancelled if after a hearing it appear ‘that the registrant was not 


* Melba Mfg. Co. v. Billingsley, 143 M. D. 58, April 3, 1923. 


‘Franklin Knitting Mills, Inc. v. Rotary Hosiery Shops, Inc., 146 Ms. 
Dec. 112, May 16, 1924. 
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entitled to the exclusive use of the mark at or since the date of his ap 
plication for registration.’ In order to determine what is exclusive use, 
we may refer to Section 4 of the statute which sets out and limits the field 
from which others are excluded. That section provides that any un- 
authorized person who shall reproduce, counterfeit, copy, or colorably 
imitate the mark shall be liable to an action for damages under certain 
circumstances. It is clear, then, that the exclusive use of Section 2 is not 
limited to marks which are identical with that registered, but includes 
similar marks which may be held to colorably imitate the mark.” * 


Fennine, A. C.: Held that Margaret A. Flynn, was not en- 
titled to register as a trade-mark for children’s gowns and dresses 
the words “Peggy Alice,’ in view of the prior use by Lipson & 
Adelson of the words “Peggy Paige,’ as a trade-mark for goods 
of the same descriptive properties on the ground that the marks are 
so similar that their contemporaneous use -on goods of the same 
descriptive properties would be likely to cause confusion in the 
mind of the public. 

In his decision, after referring to the case of Garrett & Co., 
Inc. v. Sweet Valley Wine Co., 251 Fed. Rep. 371 [8 T. M. Rep. 
889], in which it was held that the marks “Virginia Dare” and 
“Virginia Belle’ are deceptively similar, the court pointing out 
that “Virginia” was the important part of the Mark, the Assistant 
Commissioner said the opposer’s record indicates that “Peggy” is 
the important part of its mark.° 


“Goodrich Drug Company v. Cassada Manufacturing Company, 1917 
C. D. 33, 237 O. G. 918, 46 App. D. C. 146 [7 T. M. Rep. 275], which held 
‘Velvelite’ and ‘Velvetina’ descriptively similar when used on face powder. 


Kinnan, F. A. C.: Held that the Plough Chemical Company 
was not entitled to register the words “Black and White” as a 
trade-mark for almanacs, birthday and dream books, in view of the 
prior use by Eva Nieman, and her predecessor in business, of the 
same mark upon printed books and pamphlets in series, including a 
dream dictionary. 

The decision was based on the ground that, while Nieman did 
not begin the use of the mark “Black and White’ on a series of 


‘Interwoven Stocking Company v. David Harris & Eisner, 146 Ms. 
Dec. 116, May 17, 1924. 
* Lipson & Adelson v. Flynn, 146 Ms. 118, May 19, 1924. 
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books until after use by the Plough Chemical Company, she had 
derived title to the mark from Hennegan & Company, who had 
used this mark on dream books prior to the earliest date of use by 
the Plough Chemical Company. 

In discussing the testimony, the First Assistant Commissioner 
held that the testimony of Hennegan as to the use of the mark and 
the transfer of the same to Nieman was credible and was not re- 
butted, and that the fact that for a time Nieman sold other dream 
books in a red cover not bearing the trade-mark did not establish 
an abandonment in view of her explanation, that this was done while 
she was completing the series of books afterwards distributed un- 
der the “Black and White” trade-mark, and in the absence of any 
proof of an intent to abandon the mark or an establishment of facts 
from which such an intention could necessarily be inferred.° 


Kinnan, F. A. C.: It was held in an opposition proceeding 
that the Pung-Chow Company, Inc., was entitled to register, for a 
“game played with pieces, somewhat similar to dominoes and parts 
thereof,” a trade-mark consisting of two Chinese characters which 
are ideographs stated to represent the two words “Pung Chow,” 
meaning “level continent,’ notwithstanding the prior use and regis- 
tration by the Mah-Jongg Sales Company of America, of a trade- 
mark, for similar games, consisting of two Chinese ideographs, 
stated to represent the words “Mah-Jongg,” meaning “sparrows.” 

The ground of this decision is that the two marks are not de- 
ceptively similar, since they are different in appearance and mean- 
ing, and that it cannot be held that because of the registration of 
two Chinese ideographs nobody can thereafter register other 
Chinese ideographs. 

In his decision, after stating that, while the opposer admitted 
there was no similarity in sound or meaning of the ideographs, it 
was contended that there was a similarity in appearance and that 
this similarity was enhanced by the fact that these Chinese ideo- 


graphs do not represent any sound or meaning to the average pur- 


chaser, since they followed no rule of formation known to the aver- 


* Plough Chemical Co. v. Eva Nieman, 146 M. D. 120, May 19, 1924. 
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age individual in this country; and that, therefore, the usual rule as 
to foreign words was not applicable, and also stating the contention 
of the applicant, that, if these ideographs be regarded as meaning- 
less symbols, they differ sufficiently in appearance to preclude prob- 
able confusion, and that such a broad doctrine of exclusion as 
claimed by the opposer, would preclude Chinese merchants from 
importing into this country goods of this class upon which and de- 
criptive or geographical information was given if such was imparted 


by two Chinese ideographs, the First Assistant Commissioner said: 


“As well stated by the Examiner of Trade-mark Interferences, it must 
be admitted symbols or designs with which persons are generally familiar 
will impress the eyes of the careless purchasers with their differences more 
readily than where such symbols or designs are wholly unfamiliar, and 
this must be borne in mind in considering the instant case. It must be 
deemed settled law that English letters of the alphabet, if different, may 
constitute proper trade-marks when applied by their rival owners to the 
same class of goods. This was sufficiently indicated in the decision in The 
B. V. D. Company v. Potterf [4 T. M. Rep. 47], 213 O. G. 361, 43 App. 
D. C. 33, in which no such similarity as would be likely to produce con- 
fusion in trade was found to exist between the marks B. V. D. and 
P. €..G. 

“While recognizing the force of the argument presented by opposer, 
in connection with the fact these characters, involved in the case at bar, 
belong to a language that is strange and unfamiliar to most of the Ameri- 
can public, yet it is believed this fact would tend to increase the attention 
with which the ideographs were observed and cause the possible purchaser 
to note more carefully the distinctions. Viewed as designs or arbitrary 
figures, those of the applicant are wholly dissimilar to those of the op- 
poser. Substantially the only similarity is in their number. Those of the 
opposer seem much more complicated, certainly with repect to the simpler 
of the two ideographs of the applicant. 

“While the case is more difficult to determine because of these un- 
usual factors, yet it must be held that so broad an interpretation of the 
opposer’s rights as would exclude the use of any Chinese characters or 
ideographs whatever upon this class of goods, cannot be sustained. It 
is believed the particular ideographs sought trade-mark registration by 
applicant are so far distinguished in configuration and design from those 
used by opposer that to hold probable confusion would mean to give the 
above noted broad interpretation to opposer’s rights.” *? 


Fennine, A. C.: Held that the Hannahsons Shoe Co., is not 
entitled to register the word “Hannahsons,” as a trade-mark for 


footwear, in view of the prior use and registration under the ten- 


*Mah-Jongg Sales Company of America v. Pung-Chow Co., Inc., 146 
M. D. 123, May 22, 1924. 
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year proviso of the Trade-Mark Act of 1905 of the word “Hanan” 
and the words “Hanan & Son,” by Hanan & Son. 

The ground of the decision is that where a mark has been reg- 
istered under the ten-year proviso the use by others of a colorable 
imitation thereof is prohibited, and that the mark “Hannahsons” 
is merely a colorable imitation of the registered marks of Hanan 
& Son. 

In his decision, after referring to the case of Thaddeus Davids 
Company v. Davids and Davids, 233 U. S. 461, 1914 C. D. 367, 
202 O. G. 952 [4 T. M. Rep. 175], in which the Supreme Court of 
the United States had construed the ten-year proviso of the Act of 
1905, as prohibiting the use by others of a colorable imitation of a 
mark registered under the proviso, the Assistant Commissioner said: 


“Applicants, if they had so chosen, could have adopted a distinct 
mark of their own which would have served to designate their goods and 
completely to distinguish them from those of the complainant. Appli- 
cants point out that one of their stockholders has the given name ‘Han- 
nah,’ and other stockholders are her sons. They urge that they have ‘an 
inalienable right to the use of the name of one of the stockholders and 
members thereof, and that the sons of the stockholder and member, also 
members of the organization, have the right to identify themselves as the 
sons of this first stockholder and member. The present issue, however, has 
nothing to do with the identification of members of the organization, but 
relates rather to the identification of the goods sold by the organization, 
and the arguments here used are completely overturned in the decision 
of the Supreme Court in the David case.” * 


Fennine, A. C.: Held that the Ho-Ro-Co Manufacturing 
Company was not entitled to register ““Ho-Ro-Co” as a trade-mark 


for thirty-one articles, including a hair restorer, hair tonic, hair 
shampoo and depilatory powder, salve, corn plasters, linament, bak- 
ing powder, petroleum jelly, bay rum, eyebrow pencils, and talcum 
powder, in view of the prior use by Annie M. Malone, doing busi- 
ness as Poro College, of the trade-mark “Poro” on a treatment for 
the hair and hair dressings. 

The ground of the decision is that the goods are of substan- 
tially the same descriptive properties and that the marks are so 
similar that, when applied to these goods, confusion in trade is 


likely. 


* Hanan & Son v. Hannahsons Shoe Co., 146 M. D. 128, May 24, 1924 
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It appears that the Examiner of Interferences had held that, 
if applicant would limit its goods by striking out the reference to 
hair restorer, hair tonic and dandruff remedy, hair shampoo and 
depilatory powder, it could register the mark for the other goods 
named. The Assistant Commissioner, however, held that as Malone 
had established a large institution for the training of women in 
“scientific hair and beauty culture,” and that this institution had 
sold through its agents goods for the treatment of the hair, the con- 
tention of the applicant, that the natural expansion of her business 
would not extend to goods other than those for treating the hair, 
whereas the applicant, having first used its mark on talcum powder, 
vanishing cream, cold cream and bay rum, the expansion of its 
business from talcum powder to preparations for the treatment of 
the hair was a natural one, was not well founded.°® 


Descriptive Term 


FenninG, A. G.: In an opposition case it was held that the 
Continental Varnish Company was not entitled to register the word 
“Opaline” as a trade-mark for varnishes and finishes in the nature 
of a paint, in view of the prior use by the Alabastine Company, of 
the same word on calcimines and “‘a descriptive use of a method of 
applying its calcimine to walls,” on the ground that the word “Opal- 
ine’ is descriptive as applied to paints, or else misdescriptive, that 
calcimines and finishes in the nature of paint are of the same des- 
criptive properties, and that the use of the word by opposer is suf- 
ficient to show probable damage. 

In his decision, after referring to the case of The Muralo 
Company v. National Lead Company, 1911 C. D. 324, 165 O. G. 
475, 36 App. D. C. 541 [1 T. M. Rep. 50], in which it was held 
that calcimine and white lead were not of the same descriptive prop- 
perties, the Assistant Commissioner said: 


“In that case the court held ‘calcimine’ not of the same descriptive 
properties as ‘white lead,’ on the theory that ‘white lead’ was only one 
constituent of paint and ‘calcimine’ was a complete paint composition. It 
is clear from the reasoning in that case that the court would have held 
calcimine and a mixed paint goods of the same descriptive properties. 
Applicant here uses its mark on mixed paints. Obviously, they are goods 
of the same descriptive properties as calcimine. 


*Malone v. Ho-Ro-Co Manufacturing Co., 146 M. D. 141, May 31, 
1924, ; 
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a 


“Opposer’s use of the word is sufficient to show probable damage, 
indeed, ‘injury will be presumed to follow the improper registration of 
any descriptive word.’ Elishewitz v. Leyser, Green Co., 1918 C. D. 139, 
247 O. G. 479, 47 App. D. C. 193, and opposer here strenuously urges that 
‘Opaline’ is descriptive of varnishes and finishes in the nature of a paint.” 


With reference to the character of the mark, the Assistant 
Commissioner, after referring to the case of the Standard Paint 
Company v. Trinidad Asphalt Manufacturing Company, 1911 
C. D. 530, 165 O. G. 971, 220 U. S. 446 [1 T. M. Rep. 10], in 
which the word “Ruberoid” was held descriptive of a flexible roof- 
ing material, since it means “like rubber,” said: 


“The dictionaries define ‘Opaline’ as pertaining to or possessing the 
quality of the opal, specifically, possessing the iridescence of opal, opal- 
escence. 

“I am satisfied that this is an appropriate term to apply to a paint. 
Applicant points out that opposer had used the term ‘Opaline’ to describe 
the effect produced by applying a solid coat of its calcimine as a ground 
or base for a different colored sippled coat of calcimine. Admittedly, 
such a coated surface may be described by the term ‘Opaline.’ That is far 
from saying that ‘Opaline’ does not describe the paint itself. ‘Opaline’ 
which is synonymous with opalescent is either descriptive or misdescrip- 
tive of oil paints. In either event, it is not properly registrable as a 
trade-mark.” * 


Goods of Unlike Descriptive Properties 


Kinnan, F. A. C.: Held that Carrie J. Niles was entitled to 
register the word ““Weneeda,” as a trade-mark on a preparation for 


the treatment of the hair and scalp, notwithstanding the prior use 
by The Rieser Company, Inc., of the word “Venida,” as a trade- 
mark for hair nets and hair curlers, and that the registration of her 
mark should not be cancelled. 


The ground of the decision is that the goods are not of the 
same descriptive properties and, therefore, there would be no like- 
lihood of confusion even if the marks are so similar that there 
would be likelihood of confusion, if applied to goods of the same 
descriptive properties."* 

*” Alabastine Company v. Continental Varnish Company, 146 Ms. Dec. 
110, May 15, 1924. 


"The Rieser Company, Inc. v. Carrie J. Niles, 146 M. D. 137, May 
1924. 
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Part of Corporate Name 


Kinnan, F. A. C.: Appeal from the decision of the Ex- 
aminer of Interferences, sustaining an opposition to the registra- 
tion of the word “National” printed in a distinctive manner upon a 
diamond-shaped panel, surmounted by the representation of a dome 
like that of the National Capitol, as a trade-mark for toilet paper, 
paper towels, paper roll towels and “serpentine,” the latter being 
a narrow ribbon of paper of a flimsy parti-colored kind used on 
festive occasions largely for decorative use. ‘The opposer manu- 
factures cash registers and ticket issuing machines, also rolls of 
paper designed to be used in such machines. 

It was believed that there was a wide difference in the use of 
the respective goods, and that the parti-colored ribbons and op- 
poser’s wider strip, were not goods of the same descriptive prop- 
erties. 

Regarding opposer’s contention that the mark should not be 
registered because of its being the plural form of its corporate 
name, “National,” 

Held that the mark was not merely the name of a corporation 
not written, printed, impressed or woven in some distinctive manner, 
but that the accompanying picture made it something more than a 
mark prohibited by the statute.’* 


Publici Juris 


Frennine, A. C.: In an opposition case it was held that the 
applicant was entitled to register as a trade-mark, for mattresses, 
a mark consisting of the picture of a mattress showing one end 
opened with the layers of the filling expanded and a girl’s head 
interposed between the two layers, in connection with a panel of 
black background carrying the words “White Rose” and the repre- 


“The National Cash Register Company v. National Paper Products 
Company, 143 M. D. 195, May 1, 1923. 
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sentation of a rose, notwithstanding that Ostermoor & Company 


had previously registered four marks consisting, respectively, of 
the representation of superimposed layers of a fabric material ap- 
pearing from a partly opened-up cover on a support; the represent- 
ation of a tufted mattress in two parts, one of which appears fin- 
ished or complete, and the other partly opened-up exposing ex- 
panded superimposed layers of a fabric material; the representation 
of expanded superimposed layers of a fabric material appearing 
from an opened-up cover on a table and a woman in the act of plac- 
ing the uppermost layer in position; and the representation of ex- 
panded superimposed layers of a fabric material appearing from a 
partly opened-up cover on a table and a woman in the act of at- 
taching a binding to the said cover; the first two of which have 
recently been cancelled. 

The ground of this decision was that the picture of the mat- 
tress itself is publici juris and that the other features of the two 
marks are so dissimilar that confusion in the mind of the public 
would not be likely. 

After stating that it appeared that for the last twenty years 
the registered marks of Ostermoor & Company had not been used 
separately, but on a label on which is a circle divided into quarters 
by two diameters, one of the marks appearing in each of the four 
segments of the circle, the Assistant Commissioner said: 

“Applicant urges that the mark it seeks to register is clearly distin- 
guishable from the composite mark of the Ostermoor Company, and | 
agree and so hold. Ostermoor does not vigorously oppose this holding, but 
urges that there is a close resemblance between applicant’s mark and each 
of the Ostermoor registered marks. Having already cancelled No. 47,831 
and No. 47,833 as being merely descriptive, it is clear that No. 48,830 and 
No. 47,832 consist of descriptive pictures of mattresses associated with 
women. The picture of a mattress itself is publici juris and as such should 
be disclaimed by applicant. The other elements of the applicant’s mark, 
namely, the head and the picture of the flower ‘White Rose’ are distinctive 
and readily distinguishable from the three-quarters figure of the woman 
of Ostermoor to such an extent that I am unable to believe that there is a 
possibility of trade confusion. To elongate the head of the woman in appli- 
cant’s mark and to reduce her size and change into the three-quarter figure 


of the woman of Ostermoor’s mark and then to remove the black panel 
bearing the picture of the rose and ‘White Rose,’ as suggested by Oster- 
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moor, following Aunt Jemima Mills Co. v. Blair Milling Co., 270 Fed 
1021 [11 T. M. Rep. 104], would be such a reconstruction of applicant 
mark as to involve entirely new conditions not now before us.” * 


Res Adjudicata 


FenninG, A. C.: Held that The Portland Cheese Company 
was entitled to its registration of a mark consisting of the pictur: 
of a badger, for cheese, dismissing the petition for the cancella 
tion of said mark brought by the Badger Cheese Company. 

The ground of the decision is that the mark sought to be can 
celled was registered as a result of an interference between th: 
same parties, in which it was found that The Portland Cheese 
Company was entitled to register its mark, and as a result of which 
the registration of the Badger Cheese Company was cancelled, and 
that the decision in that interference is res adjudicata as to every 
issue raised in the cancellation proceedings, and every issue that 
might have been raised was against the petitioner. It was also 
held that the fact that the Portland Cheese Company had confined 
its use of the mark to a few states near the Pacific, whereas the 
Badger Cheese Company had used its mark throughout the United 
States, did not constitute any ground for cancelling the registra- 
tion of The Portland Cheese Company. 

With respect to the second point, after stating that the testi 
mony showed use by The Portland Cheese Company in only a few 
states, and the contention of the latter that under the decisions of 
the Supreme Court in Hanover Star Milling Company v. Metcalf, 
1916 C. D. 265, 224 O. G. 1407, 240 U. S. 403 [6 T. M. Rep. 
149], and United Drug Company v. Rectanus Company, 1918 
C. D. 369, 257 O. G. 1082, 248 U. S. 90 [9 T. M. Rep. 1], The 
Portland Cheese Company did not have the right to exclude the 
Badger Cheese Company from the use of its mark in a large part 
of the United States and, therefore, did not have exclusive use of the 
mark, the Assistant Commissioner said: 


* Ostermoor & Company v. Rose Spring & Mattress Co., 146 M. D., 72, 
March 27, 1924. 
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“On this issue apparently the Court of Appeals of the District of 
Columbia has ruled adversely in Bell and Gunning Milling Company v. 
Mammoth Spring Milling Company, 1919 C. D. 145, 259 O. G. 183, 48 
App. D. C. 243, where it said: 

“Whether there are equitable reasons why appellee may not prevent 
appellant from using the mark in the territory formerly occupied by ap- 
pellant is a question not here involved.” * 


Use on Patented Article 


Fennine, A. C.: In an opposition proceeding, the Assistant 
Commissioner refused to suspend the opposition and refuse registra- 
tion to the Phillips-Jones Corporation, as prayed by Cluett, Pea- 
body & Co., Inc., on the ground that the applicant was not the own- 
er of the mark and the mark was unregistrable in view of its use on 
a patented article. 


The petition was based on the ground that, in certain suits 
brought by Van Heusen and the Phillips-Jones Corporation, a 
license agreement between Van Heusen and the Phillips-Jones Cor- 
poration was introduced in evidence, one paragraph of the license 


agreement providing that the trade-name and trade-mark ‘Van 
Heusen Collar” and any and all trade-names and trade-marks 
which should be adopted and used in connection with the collars 
should be the property of the licensor, Van Heusen, during the 
life of the patents, and if the licenses were terminated, the title of 
the trade-mark should be vested in the licensor. 

The Assistant Commissioner held that this license did not es- 
tablish that the Phillips-Jones Corporation was not the owner of 
the trade-mark which was sought to be registered, and that the 
question whether the mark had been used on a patented article was 
not one to be considered on petition. 

In his decision, after stating the contention of Cluett, Peabody 
& Co., Inc., he said: 


“If Phillips-Jones Corporation is not the owner of the trade-mark, 
registration must be refused. I am unable to reach that conclusion, how- 


* Badger Cheese Company v. The Portland Cheese Co., 146 M. D. 129, 
May 26, 1924. 
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ever, from the license agreement. The quoted sentence in the license 
agreement may be inaptly drawn, but it is clear from the license as a 
whole that the entire business of manufacturing and selling collars is 
conducted and owned by the Phillips-Jones Corporation. It is clear that 
the trade-mark is associated with the business appurtenant thereto, so that 
at least the legal title to the marks belongs to Phillips-Jones Corporation. 
The intent of the sentence of the license quoted above is merely to provide 
that if and when Phillips-Jones Corporation ceases to manufacture collars 
under the patents, it shall at the same time transfer the trade-mark ap- 
purtenant to the business relating to collars to Van Heusen. Phillips- 
Jones has at least, so far as the license agreement is concerned, sufficient 
title to warrant registration of the mark to it. 

“The petitioner before the Examiner of Interferences, in this opposi- 
tion filed a brief raising a second issue which it endeavors to raise on this 
petition, namely, that the mark is unregistrable in view of its use solely 
upon a patented article. That issue should not be considered at the 
present time.” * 


* Cluett-Peabody & Co., Inc. v. Phillips-Jones Corp., 146 M. D. 139, 
May 31, 1924. 








